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DOCaCET: 9847-0058-6X PCT 

IN THE U^TED STATES PATENT & TRADEMARK OFFICE 
IN RE APPLICATION OF : 

PARHOLMBERGETAL : EXAMmER: W.DOERRLER 

SERIAL NO: 09/554,912 

RCE FILED: APRIL 24, 2002 : GROUP ART UNIT: 3744 

FOR: MAGNETIC ENERGY STORAGE : 

DECLARATION UNDER 37 CFR 1.131 

COMMISSIONER FOR PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

The undesigned, Bradley D. Lytle, herein declares as follows: 

1. That I am registered to practice before the U.S. Patent and Trademark OfSce, my 
Registration No. being 40,073. 

2. That I am an attorney of record in the above referenced patent application. 

3. That I filed on July 30, 2003 an Amendment, and a Petition for Subsequent 
Suspension of Action udner 37 CFR 1 . 103(a) Pursuant to MPEP 1002.02(c)9 (in duplicate) 
with copy of the original Petition filed April 24, 2002, as evidenced by the attached copy of 
the date-stanqied filing receipt stamped July 30, 2003 fixim the USPTO Mail Room. 

4. That check No. 296396 in the amount of $130.00 for the Petition Fee has been 
cashed as evidenced by the enclosed copy of the canceled check 296396. 

5. That we have filed a Response to the outstanding Office Action dated April 30, 
2003 in a timely mamier. 
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PrtStJon for Snbsequent Suspension of Action 
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Under 37 CFR §l.J03(a) Pursuant to 
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Dept: 
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IN RE 
SERIAL 
RGB 
FOR: 



APPLICATION OF: ParHolinbere ctal 
NO: 09/554,912 
April 24. 2002 

MAGNETIC ENERGY STORAGE 



FILED; 



C0MMI6SI0NBR FOR PATENTS 
ALBXAITORIA, VIRGINIA 22313 

SIR: 

Transmii ted herewith is an ameJidtoent in the above-identified application. 

□ No £ dditional fee is required 

□ Sim 1 entity status of this application under 37 C.P.R. § 1 .9 and § 1 .27 Is claimed. 

Additional documeDts filed herewith: P etition for Subsequent Su9p6 ns: 

MPEP 10Q2.02(c)9 (in dupHo^) 

The Fee i las been calculated as shown below: 



CLAIMS 



CLAIMS 
REIVZAIMNG 



HIGHEST 
NUMBER 

FREviousqy 

PAID 
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ion of Action udiiet 37 CFR 1.103(a) Pursuant to 
with copy of Petition filed 4-24-02 



NO. 
EXTRA 
CLAIMS 



RATE 



CALCULATIONS 



TOTAL 



43 



MINUS 



43 



X $18 



$0.00 



INDEPETOENT 



MENUS 



X $84 ^ 



SO.OO 



□ MULTIPLE DEPENDEvTT CLAIMS 



+ $280 = 



SO.OO 



TOT 



\L OF ABOVE CALCULATIONS 



$0.00 



□ Reduction by 50% for fi! ing by Small Entity 



□ Recordation of Assignm ait 



+ $40 - 



$0.00 
SO.OO 



TOTAL 



$0.00 



/ L check in the amount of 8130,00 i s attached, 



I lease charge any additional Fees for the papers being filed 
c rcdit any overpayment to deposit Account No. 1 5-0030. A " 



hexxfwith and for which no check is enclosed herewith^ or 
duph( ate copy of this sheet is enclosed. 
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these papers arc not considered timely filed by tixe Patent and 
3|7 CFJR- §1-136, and any additional fees required under 37 C.F 
c barged to Deposit Account No. 1 5-0030. A duplicate copy of thi ! 



ftadeinark Office, then a petition is hereby made under 
R. §1.136 foi any necessary extension of time may be 
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EN RE APPLICATION OF 

PAR HOLMBERG ET AL 

SERIAL NO: 09/554,912 

RCE FILED: APRIL 24, 2002 

?0R: MAGNETIC ENERGY STORAGE 



ASSISTANT COMMISSIONER OF PATENTS 
W^ASHINGTON, DC 20231 



TN THE UNITED STATES PATENT & TRADEMARK OFHCB 



AMENDMENT 



NO. 866 



EXAMNER: W.DOERRLER 



GROUI ARTUNTT: 3744 



In response to the Office Action dated April Sp, 
dentified application as follows: 

Amendments to the Claims are reflected in t|i| listing of claims which begins c 
)age 2 of this paper. 

Remarks/Arguments begin on page 12 of thib baper. 



2003, please amend the above- 
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INTHECLAJGVS 



a voltage source and wo\md from a 
at voltages above 36kV 



Please amend the claims as follows; 
Claims 1-36 (previoxisly cancelled) 

37, (currently amended) A superconducting l^agnetic energy storage, SMES, device 
comprising: 

a switch configured to short circuit a coil; and 
Baid coil configured to be connected in series Mth 
luperconducting cable, said coil being config ured to <|)i:jetatej 
ncluding 

a superconductor maintained a; <jryogenic temperatures below a critical 
:emperature during use, and 

an electrical insulation configured to surrouiw^ i 
said electrical insulation including 

an inner layer of semiconductiiij; material electrically connected to said 

juperconductor, 

an outer layer of semiconducti]|i^ i 
30tential along a length of said outer layer of semicoi idjucting material, 

an intermediate layer of a solid ( 
positioned between said inner layer of semiconductin|g 
semiconducting material. 



38. (previously presented) The SMES device 
X)mpri5ing: 

a cryostat configured to enclose said coil and 



NO. 866 P. 9 



s aid superconducting material, wherein 



material held at a controlled electric 

ial, and 
lectrically insulating material 
material and said outer layer of 



according to claim 37, fiirther 



stid switch. 
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39, (previously presented) The SMES device apcordixig to claim 37, wherein said 
superconductor comprises: 

a high-temperature superconductor. 

40, (previously presented) The SMES device according to claim 39, wherein said 
ligh-temperature superconductor comprises: 

at least one layer of high-temperature supercon<^ucting material; 
a cooler configured to cryogenically cool said 
jt^erconducting material below said critical temperatu|^ 

a thermal insulator configured to surround said 
mpeiconductiiig material and said cooler. 

41, (previously presented) The SMES device acjcording to claim 40, wherein said 
;ooler comprises: 



a: 



least one layer of high-temperature 
; and 

at least one layer of high-temperature 
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a support tube through which a cryogenic coolii|ig 
at least one layer of high-temperature superconducting 
ayer, 

42. (previously presented) The SMES device 
x)oler comprises: 

a support tube through which a cryogenic coolir^g 
it least one layer of high-temperature superconducting 
(!onductors in a hehcal layer. 

43. (previously presented) The SMES device 
thermal insulator comprises; 

an annular space imder vacuum containing a thehnal 

44. (previously presented) The SMES device ac|:ording 
iuter layer of semiconducting material having a resistiv|ity 
t arough 1000 ohm-cm. 

45. (previously presented) The SMES device add 
duter layer of semiconducting material having a resistivity in 
tirough 500 ohm-cm. 

46. (previously presented) The SMES device apcoi 
duter layer of semiconducting material having a resistivity 
t jrough 1 00 ohm-cm. 
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fluid is passed and about which said 
material is wound as a tape in a helical 

according to claim 40, wherein said 

fluid is passed and about which said 
1 naterial is wound as a plurality of 

a<;cording to claim 40» wherein said 

insulation. 

to claim 37, wherein said 
in an inclusive range from 1 

ording to claim 43, wherein said 
an inclusive range from 10 

•rding to claim 43, wherein said 
in an inclusive range from 10 



4 
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47. (previouslypreseirted) The SMES device 
outer layer of semiconducting material having a 
inclusive range from 5 through 50,000 ohm'm"'. 



according to claim 37, wherein said 
resistajice per axial unit length in an 



acjcording to claim 37, wherein said 
per axial unit length in an 



iresistaice 



ac core 



48. (previously p r eacaited) Tlie SMES d gvTce-axording-^e-^aai^&^r^ h o rd^ s aid 

3ut6r layer of semiconducting material having a resistajice per axial unit Jength in an 
inclusive range from 500 through 25,000 ohjn-m"^ 

49. (previously presented) The SMES device 
3uter layer of semiconducting material having a 
inclusive range from 2,500 through 5,000 ohm-m'^ 

50. (previously presented) The SMES device 
>uter layer of semiconducting nxaterial being contacted 
slectric potential at a plurality of separated regions 
semiconducting material such that adjacent regions 
)eing sufficiently close together that a plurality of mid 
] egions being insufficient to cause a corona discharge 

51. (previously presented) The SMES device 
x)ntrolled electric potential being substantially an eartli 

52. (previously presented) The SMES device 
ntermediate layer being in close mechanical contact 
: naterial and said outer layer of semiconducting materitl 



along 
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-ding to claim 37, wherein said 
by a conductor at said controlled 
said length of said outer layer of 
of 4aid plurality of separated regions 
point voltages between said adjacent 

occur within said electrical insulator, 
according to claim 37, wherein said 
potential. 
ac|cording to claim 37> wherein said 
wtth said inner layer of semiconducting 



t3( 
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53. (previouslypresented) The SMES device 
intermediate layer being joined to said inner 
layer of semiconducting material. 

54. (previouslypresented) Tlxe SMES device 
strength of adhesion between said intermediate layer 
material and said outer layer of semiconducting 
than ten times an intrinsic strength of said solid 
intermediate layer. 

55. (previouslypresented) The SMES device 
intermediate layer, said inner layer of semiconducting 
semiconducting material being joined together by 

56. (previously presented) The SMES device 
Inteimediate layer, said inner layer of semiconducting 
semiconducting material being applied together over 
extrusion die. 

57. (previouslypresented) The SMES device 
said inner layer of semiconducting material inc 

Brst plurality of electrically conductive particles 

said outer layer of semiconducting material 
a second plurality of electrically conductive particles 



^cording to claim 37, wherein said 
layer of sitru conducting material and said outer 
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according to claim 37, wherein a 
aiid said iimer layer of semiconducting 
materiM being greater than one tenth and less 
electrically insulating material of said 

jiccordlng to claim 53» wherein said 
:naterial, and said outer layer of 
extrusion. 

a<;coTding to claim 55, wherein said 

naterial, and said outer layer of 
sjud superconductor via a multi^layer 

a(^rding to claim 37, wherein: 
uding a first plastic material having a 
dispeijsed therein; and 

including a second plastic material having 
dispersed therein; and 



6 
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intermediate layer including a third 



propylene copolymer rubber, a 
and a silicone rubber. 



said solid electrically insulating material of sai<^ : 
elastic material. 

58. (previously presented) The SMES device adoording to claim 57, wherein said first 
3lastic material, said second plastic material, and said third plastic material comprise: 

at least one of an ethylene butyl acrylate copolymer rubber, an 
sthylene-piopylene-diene monomer rubber, an ethylene - 
JDPE, a HDPE, a PP, a PB. a PMB, a XLPE, an EPR, 

59. (previously presented) The SMES device according to claim 57, wherein said first 
elastic material, said second plastic material, and said t tiird plastic material having a 
mbstantially identical coefficient of thermal expansion, 

60. (previously presented)The SMES device ac cording to claim 57, wherein said first 
plastic material, said second plastic material, and said l|hird plastic material being a 
mbstantially identical material. 

61. (previously presented)The SMES device aclcording to claim 37, wherein said 
3MES device being connected to a high voltage sourcc| i 
lansmission system. 



62. (Cunrently Amended) A high voltage syster|i, 
a superconducting magnetic energy storage, 
insulated against a high voltage ofat least 36 kV by an 
x»ncentrically around said superconductor. 



and fonning an electric power 



, compnsmg: 
Sl^^ES, device having a superconductor 
electric insulation system arranged 



7 
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63. (previously presented) The high voltage system accordmg to claim 62, wherein 
said high voltage system further comprises; 

a high voltage network directly connected to said SMES device without an 
intennediate transformer. 

64. (previously presented) The high voltage system according to claim 63, wherein 
said high voltage network comprises a high vohage DC network. 

65. (previously presented) The high voltage system according to claim 64, wherein 
said high voltage DC network being configured to operate at a voltage exceeding 10 kV, 

66. (previously presented)The high voltage system according to claim 63, further 
i^mprising; 

a converter configured to couple said SMES device to a high voltage AC network. 

67. (previously presented) The high voltage system according to claim 64, further 
comprising: 

a plurality of AC networks connected via said DC network and said SMES device, 
wherein said DC network being connected to said plurality of AC networks so that 
said SMES device provides said plurality of AC networks with power. 

68. (pi^ously presented) The high voltage system according to claim 62, wherein 
said SMES device comprises: 

a coil. 

69. (previously presented) The higji voltage system according to claim 62, wherein 
said SMES device comprises; 

8 
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a cable without turns. 

70. (previously pres6nted)The high voltage system according to claim 66, wherein 
said SMES forming a part of a bipolar DC link. 

71 . (previously presented)The high voltage systOTi according to claim 62, wherein 

said insulation system comprises: 

a fnat integral semiconducting part configured to form an inner layer in electric 

contact with said superconductor; 

a second integral semiconducting part configured to form an outer layer around an 

insulating integral third part; and 

said insulating integral third part between said first integral semiconducting part and 
said second integral semiconducting part; 

wherein said insulation systean being extruded around said superconductor. 

72. (previously preaented)ThB high voltage system according to claim 62, wherein 

said insulation system comprises: 

an all-synthetic semiconducting fihn wound in an overlapping layer around said 
superconductor with an inner part of said all-synthetic fihn in electric contact wilh said 
supercondtKtor; 

an electrically insulating intamediate part; and 

an outer semiconducting part suirounding said electrically insulating intermediate 

part 

73. (Previously Amended) The high voltage system according to claim 62, wherein 
said insulation system comprises: 

9 
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an inner semiconductor part in electric contact with said superconductor including at 
least one of a cellulose-based, synthetic paper and a non-woven fibre material being co- 
lled vnUti a synthetic fihn, 

an electrically insulating intermediate part, and 

an outer semiconducting part around said electrically insulating intennediate part. 

74. (previously amended) The high voltage system according to claim 62, wherein 

said insulation system comprises: 

an inner semiconductor part in electric contact with said superconductor including at 
least one of a cellulose-based, synthetic paper and a non-woven fibre material being 
laminated with a synthetic film, 

an electrically insulating intermediate part, and 

an outer semiconducting part around said electrically insulating intermediate part. 

75. (previously presented)The high voltage system according to claim 71, fiixther 

comprising: 

a cooling medium configured to cool said superconductor through flow within said 
superconductor. 

76. (previously presented) The high voltage system according to claim 72, fUrther 
comprising: 

a cooling medium configured to cool said superconductor through flow within said 
siqierconductor. 

77. (previously presented) The high voltage system according to claim 71, further 
comprising: 



10 



PAGE 1//31 ' RCVD AT 3/29/2004 3:10:41 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-2/0*DNIS:746496r CSiD: * DURATION (inm-s$):07-S4 



MAR. 29. 2004 3:1 5PM OBLON, SPIVAK 



NO. 866 P. 18 



i^pplication Serial No, 09/554,912 

j^onendment to Office Action dated April 30, 2003 

a cooling medium configured to cool said superconductor arranged outside of said 
i superconductor. 

78. (previoxisly presented)The high voltage system according to claim 72> flirther 
(iompiising: 

a cooling medium configured to cool said superconductor arranged outside of said 
superconductor. 

79. (currently amended) A superconducting magnetic energy storage^ SMES, device 
(omprising: 

a switch configured to short circuit a coil; and 

said coil configured to be connected in series with a voltage source and wound &om a 
s uperconducting cable, said coil being configured to oper ate above J6kV including 

means for superconducting maintained at cryogenic temperatures 
\ elow a critical temperature during use, and 

means for electrically uisulating said means for superconducting, including 

an inner layer of a semiconducting material electrically connected to 

said means for superconducting; 

an outer layer for semiconducting material held at a controlled electric 

I otential along a length thereof, and 

an intermediate layer of a solid electrical insulation positioned between said 
i mer layer and said outer layer. 
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Amendment to Office Action dated April 30, 2003 

ARGUMENTS/REMARKS 

Favorable reconsideration of the application in view of the following discussion is 
respectfully requested. 

Claims 37-79 are pending, Claims 37, 62 and 79 having been amended by way of the 
^resent amendment. 

In the outstanding Office Action, Claims 37-40, 44-57, 59, 61, 62, and 68-74 were 
■ejected under 35 U.S.C. §103 (a) as being unpatentable over Prueitt et al. (US Patent No. 
5,374,914, hereinafter Prueitt) in view of Elton et al. (US Patent No. 5,036,165, hereinafter 
31ton'> : Claims 41-43, 58 and 75-78 were rqeoted under 35 U.S.C. §103(a) as being 
uyjatentable over Prueitt in view of Elton and further in view of UK Patent 2140195 
liereinafter, GB '195V and Claims 63-67 were rejected under 35 U.S.C § 103(a) as being 
mpatentable oy&r Prueitt in view of Elton and further in view of Donaldson et al. (US Patent 
; ^0. 5,339,062, hereinafter JDcmaldson) . 

"Sn ihe outstanding Office Action, all of the pending claims were rgected based upon a 
sombination of Prueitt and Elton, and in some cases, a tertiary referraice .QS.lUg5. ox 
; Donaldson is asserted. Applicants maintain ttieir traversal of the rejection based on the 
jroposed combination of Prueitt and Elton for reasons set forth in the Amendment filed 
Dctober 9, 2001 and the Request for Reconsideration filed April 24, 2002. All of the 
o-guments supporting Applicants* traversal of the rejections set forth in the Amendment filed 
Dctober 9, 2001 and the Request for Reconsideration filed April 24, 2002 are incorporated 
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Amendment to Office Action dated April 30, 2003 

lerein by reference. 

In the •'Response to Aiguments" section of the outstanding OfBce Action, the 
Examiner rebuts Applicants' argument that the cable described in ElJsn cannot be formed 
into coils. The Office Action asserts that this argument "is refuted by the disclosure of Elton 
et ai which states in the abstract and in column 1 line 26 that the conductor may be used in 
windings in a dynamoelectric machine."' 

More particularly, the outstanding Office Action relies on the fact that ElJon ' 1 65 is a 
divisional application, and therefore is a "patentably distinct" invention Scorn the earHer 
cslaimed subject matter in the parent patent, namely Eltwi ' 165. The undersigned agrees with 
this statement. The "invention" of the '165 patent, is described in two claims, namely Qaims 
1 and 2, which are directed to a "cable" and in no way is descriptive of a winding for use in a 
machine. Moreover, the ' 165 patent description of the summary of the invention also makes 
clear that the embodiment that is the subject of the invention in the ' 165 is an electrical cable 

('165 patent, col. 1, lines 42-50). 

The specification of the '165 patent, when properly viewed in context of its parent, 
namely the '565 patent, describes a cable, as being distinguished from an "insulating 
conductor that is used in the winding of a machine. The only thing that the * 165 patent 
makes mention of with regard to a winding in a machine, is the last statement of the abstract. 
However, as the undersigned attempted to make clear in the past Request for 
Reconsideration, this abstract is word-for-word the same as the parent, '565 patent, which 
includes multiple embodiments, some of which are directed to windings in a machine, and 
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another is directed to a cable, which is the subject of the * 1 65 patent Accordingly, simply 
because the * 165 patent Includes the same abstract as its parent, the '565 patent, based on the 
above discussion of the history of the '1^5 patent and the fact that the previous Examiner 
who placed a restriction requirement on the claims in the '165 patent (directed to a cable) and 
not a winding in a machine, is ample evidence to show that the '165 patent cannot be fairly 
viewed as teaching the use of the cable structure on the cover figure of the '165 patent as a 

winding in a machine. 

Furthermore, although the outstanding Office Action asserts that Elton's description 
in the '565 patent, lines 4-5, about the semiconductor layer being "chopped, mixed with resin 
and molded or blown on any complex shaped substrate" is not evidence of a cable structure 
Uke that shown in the cover figure of the ' 1 65 patent as being able to be used as a winding in 
a machine Uke that of Elton . It is important to note that there are two semi-conducting 
pyrolyzed glass fiber layers in the cable of llton '165. The first layer is identified as number 
104 and the second is identified as number 110, both of which are separated by an insulation 
1 06. AccoKllngly, there is no feasible way to form a "winding" for a machine using chopped 
glass fibers with resin because by first forming the semi-conducting pyrolyzed glass fiber 
layer, and later forming the outer semi-conducting layer in the same way, the resin would 
harden and become too stiff when cured to be threaded through the stator slots. Moreover, in 
Older to 'thread" a cable like that shown on the cover of the '165 patent through the stator 
slots of a motor, the cable must be fiexible during the threading operation. However, once 
the resin is cured, it becomes infiexible. 

1 See Office Action dated October 24, 2001, atp. 4. 
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Amendment to OflSce Action dated April 30» 2003 

Suppose if the cable shown on the cover of the '165 patent is only partially fonned 
when inserted in the stator slots. In this case, the inner conductors would be wrapped with a 
semiconductor pyrolyzed glass fiber, and then threaded through the stator slots, and then 
cured. It is not thra possible to include the insulation and the outer semi-conducting layer 
while the cable winding resides within the stator slot. On the other hand, if the inner semi- 
Dondurting glass fiber layer 104 is cured prior to being placed within the stator slots, it will be 
stiff and not flexible enough to be threaded through the different stator slots. 

Accordingly, Apphcants traverse the outstanding OfSce Action's characterization that 
even if Elton does teach "chopped, mixed with resin and molded or blown on any complex 
shaped substrate, this process is insufficient to create a winding structure, that has both an 
nner and outer layer that must remain flexible when being threaded through the stator slots. 
Accordingly, it is respectfully submitted that the proposed combination of elements, as 
asserted in the outstanding Office Action, is not enabled by the description in either the ' 165 
jatent or flie '565 patent. 

The independent claims have been amended to be limited to the voltage range of 
above 36 kV. This amendment to the claims has been made because in a decision on appeal 
of a related patent application, namely apphcation Serial No. 08/873,019, that if the claims 
were limited to voltage over 30 kV, for example, then evidence oif commercial success would 
be of greater probative value in detennining the obviousness of the claimed invention. Thus 
the present claims have been amended to be 36 kV and above. Hjis amendment adds no new 
matter because the specification indicates that the insulation is able to withstand high voltagei 
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in the range of IkV and upwards (specificatioji page 4, line 23) and can even operate at 
800kV and even above (specification page 5, line 4). See In re Wertheim, 191 USPQ 90, 
(CCPA 1976) which found that specific suggestions of particular values of 36% and 50%, 
along with an overall range of 25-60% were sufficient to support a subsequeiit claim in a 
range of 35-60% that was not literally act forth in the original specification. In this regard, 
the Court emphasized that literal support is not required to indicate what the artisan would 
interpret to be clearly part of the originally described invention. Accordingly, no new matter 
is added. 

Consequently, in view of the present amendment and in light of the foregoing 
comments^ it is respectfully submitted that the invention defined by Claims 39-79, as 
amended, is patentably distinguishing over the prior art. The present application is therefore 
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, Vjnendmeat to Office Action dated April 30, 2003 

wslieved to be in condition for formal aUowance and an early and favorable reconsideration of 
tiis application is therefore requested. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 




Gregory J. Maier 
Registration No. 25,599 
Bradley D. Lytic 
Registration No. 40,073 
Attorneys of Record 



22850 



703) 413-3000 (Telephone) 
703) 413-2220 (Facsiimle) 



MTTrtBDL\9847\9847005B-6XPCT,AW,7-3M3*OC 
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DOCKET: 9847-0058-6XPCT 

TT q THE ITNTTED STATES PATEN T F.. TRADEMARK OFnCB 
IN KE APPUC ATION OF 
PAR HOLMBERG ET AL 
SERIAL NO: 09/5,54,912 
RCE FILED: APRIL 24, 2002 
FOR: MAGNETIC ENERGY STORAGE 



EXAMINER: W.DOERRLER 



GROUP ART UNIT: 3744 



PT^TTTTONFQR STTRSPnimNT SU S PTTNTSTON OF ACTTON T TNDBR 37 C.P.R. § 1.103f^l 

PURSTTAT^iTTQMPF P8t002.02fc^9 



COMMISSIONER OF PATENTS 
ALEXANDRIA, VIRGINIA 22313 

SIR: 

Consistent with 37 C.F.R. § 1.1 03(a) it is respectfiilly requested that prosecution in 
the above-identified patent application be suspended for an additional six months, beyond the 
12 months that prosecution has already been suspended. In view of the fact that the Board of 
Patent Appeals and Jnterferenoes has not yet finally decided an appeal with regard to U.S. 
Patent Application Serial No. 08/973,019, the rationale for granting the present petition is 
identical to that from the previously filed Petition for Suspension of Action ("original 
Petition"), which was granted approximately twelve months ago. A copy of the original 
Petition is attached hereto and the contents thereof are incorporated hereb by reference. 

At the time of filing the original Petition, it was believed that the decision from the 
Board of Patent Appeals and Interferences would have been completed within twelve month* 
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?Jow it appears it may take anotber few months to finally complete the appeal process. In part 
bis is due to the retirement and replacement of API Lall. 

Thus, it is respcctfiilly submitted that there are good and sufficient reasons why this 
subsequent suspension of action is necessary in this case. There are no outstanding Office 
Actions in the present application at this time because either (1) the ^plication has not yet 
jeen examined, or (2) a response to a last Office Action was filed with the original Petition. 
If a response to the last Office Action has been filed. Petitioner warrants to the USPTO that 
the response is a complete response that addresses all rejections and objections in the last 
Office Action and Petitioner has no intention to modify or supplement that response unless 
required to do so in response to one or more provisions of any Board or Court opinion(8) in 
appealed case Serial No. 08/973,019, 

Consequently, it is respectfully submitted that the present Petition meets the 
requirements of 37 C.F.R. § 1.103(a). Furthermore, Applicants respectfully request that the 
Petition to suspend action for an additional six months be granted. The fee as required under 
§1. 17(h) for the present petition of S130.00 is enclosed. 
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In the event any variance exists between the amount enclosed and the Patent Office 
barges for filing the above-noted documents, including any fees required under 37 CFR § 

1 3(5 for any necessary Extension of Time to make the filing of the attached documents 
imely, please charge or credit the difference to our Deposit Account No. 15»003O. Further, if 
these papers are not considered timely ffled, then a petition is hereby made under 37 C ^.R. § 
1.136 for the necessary extension of time. A duplicate of this paper is enclosed. 

Respectfully submitted, 

OBLON, SPIVAK, McCLElXAND, 
MAIER & NEUSTADT, P.C. 

Bradley D.Lytle 
Attorney of Record 
. Registration No. 40,073 



i 



22850 



(703)413-3000 
Fax #: (703)413-2220 
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DOCKET: 9847-005 8-6XPCT 
ENKEL 8359 



pjTm7,lThJTTF.n STATES Pi 
IN RE APPLICATION OF 
Far HOLMBERG, et al.. 
SERIAL NO: 09/554,912 
FILED: AUGUST 18, 2000 
FOR: MAGNETIC ENERGY STORAGE 



mP^MAT^K! OFFICE 

EXAMINER: DOERRLER,W. 
RCE FILED: HEREWITH 
GROtJP ART UNIT: 3744 



ASSISTANT COMMISSIONER FOR PATENTS 
WASHINGTON, D.C. 20231 

sm: 

It is lespectfiilly requested that prosecution in the above-identified patent application 
be suspended for a period of six months under 37 C.F.R. § Ll03(a). Applicants also reques 
a second suspension of time for an additional six months, pursuant to MPEP § 1002.02(c)9. 
for a total of twelve months, beginning with the filing of the subject Petition. 

As explained in MPEP § 709A, a petition for suspension of action under 37 C.F.R. § 

1.103(a) must: 

(a) be presented as a separate paper; 

(b) be accompanied by the petition fee set forth in 37 C.F.R. § 1.17(h): 

(c) request a specific and reasonable period of suspension not greater than six 

months; and 

(^•\ nresent sood and sufficient reasons why suspension is necessary. 
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The present Petition complies with the above-identified requirements as it is (a) 
presented in a separate paper, (b) is accompanied by the petition fee. (c) requests a specific 
and reasonable period of suspension, initially six months, followed by a concurrent request 
for a second suspension of action for an additional six months, and (d) presents good and 
sufficient reasons why this suspension is necessaiy, as described below. 

The subject patent application is one of more than 100 related U.S. patent 
applications, all of which contain related subject matter. These applications have been 
handled as a group within TC2800 and have been handled according to special procedures « 
described in paper No. 1 1 of U.S. Patent Application 09/1 47,325. which is the Office of the 
Deputy Assistant Commissioner for Patent Policy and Projects' ••Response to Petition under 
37 C.F.R. § 1 .82 Seeking Special Treatment Relating to an Electronic Search Tool, and 
Decision on petition under 37 C.RR. § 1.183 Seeking Waiver ofRequirements under 37 
C.F.R. § 1.98." The basis of the special procedures is that all of the applications contain 

related subject matter. 

During prosecution, a large majority of .the applications, including the subject 
application, have been rejected based on common arguments. Rather than appeal all of the 
rejected cases to challenge these rejections. Applicants, after consulting with Director of 
TC2800, Mr. Richard Seidel, and Supervisory Primary Examiner, Elvin Enad, are proceedir 
to appeal the rejections in at least U.S. Application No. 08/973.019. since the issues being 
presented on appeal are relevant to the present application. Because it is unlikely that the 
claims in the present application will be allowed until the issues on appeal are resolved. 
Applicants respectfully request suq^ension of action by the Office in the subject applicatior 
Since the decision by the Board of Patent Appeals and Interferences will influence so many 
cases, a speedy decision is expected within the next 12 months. The request for the second 
cncn.««,n,i is made herewith because it is unlikely that the decision will be made within 
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lext 6 months. Thus it is respectfully submitted that there are good and sufficient reasons 
hy the suspension of action is necessary in this case. 

There are no outstanding Office Actions in the present application at this time becaus< 
either (1) the application has not yet been examined, or (2) a response to a last Office Action 
has been filed or is being filed concurrently with this Petition. If a response to the last Office 
Action has been filed. Petitioner warrants to the USPTO that the response is a complete 
Response that addresses all rejections and objections in the last Office Action and Petitioner 
Has no intention to modify or supplement that response unless required to do so in rt^ponse t. 
bne or more provisions of any Board or Court opinlon(s) in appealed case SN 08/973,019. 

Consequently, it is respectfully submitted that the present Petition meets the 
requirements of 37 C.FJi.§ 1.103(a). Furthermore, Applicants respectfully request that the 
Petition to suspend action for six months be granted, and Applicants' Request far a second si; 
month suspension of action also be granted. The fee as required under §1.17(h) for the 
present petition of SlSMfi is enclosed. 
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In the event any variance exists between the amount enclosed and the Patent Office 
charges for filing the above-noted documents, including any fees required under 37 CFR § 
1.136 for any necessary Extension of Time to make the filing of the attached documents 
timely, please chargeor credit the difference to ourDeposit Account No. 15-0030. Further.: 
these papers are not considered timely filed, then a petition is hereby made under 37 C JF.R ! 
.136 for the necessary extension of time. A duplicate of this paper is enclosed. 

Respectililly submitted, 

OBLON, SPIVAK, McCLEIXAND, 
MAIER & NEUSTADT, P.C. 

COPY 

Bradley D.Lytle 
Attorney of Record 
Registration No, 40,073 
Thomas J, Fisher 
2285 0 Registration No. 44,681 




Tel. (703) 413-3000 

Fax: (703)413-2220 

BDLiTJFrfbl ' ^ ^ 
l:\fltty\lj5\9W7V)05«S98470058.pcrt.fQffiuspen»iM.doc 
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